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DETAILED ACTION 
Claim Rejections - 35 USC § 101 

1. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claims 5-16 rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. 

The claims 5-16 are drawn to a computer program per se. A computer program 
per se is abstract instructions. Therefor, a computer program is not a physical thing 
(product) nor a process as they are not "acts" being performed. As such these claims 
are not directed to one of the statutory categories of invention (see MPEP 2106.01), but 
are directed to nonstatutory functional descriptive material. 

It is noted that computer programs embodied on a computer readable medium or 
other structure, which would permit the functionality of the program to be realized, would 
be directed to a product and be within a statutory category of invention, so long as the 
computer readable medium is not disclosed as non-statutory subject matter per se. 

Claim Rejections - 35 USC § 103 



1 . The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

1. Claims 1-11 rejected under 35 U.S.C. 103(a) as being unpatentable over 

Weinberg et al. (U.S. Patent No. 6,587,969) further in view of Nelson et al. (U.S. Patent 

No. 6,507,861). 

With respect to claim 1 , Weinberg et al. disclose the software system and 
methods for testing the functionality of a transactional server including an electronic 
text parsing unit parsing an electronic text transmitted from a program to be tested 
to detect a required data item (see e.g. Figs. 6A-7 and col. 21, lines 10-13); and an 
electronic text data setting unit embedding an input data value, which corresponds to 
the detected data item, in an electronic text to be transmitted to a side of the program 
to be tested (see e.g. Figs. 3A-5F and col. 13, lines 30-67), except for teaching wherein 
a stub-call unit to invoke the stub apparatus is provided in the program to be tested. 
However, Nelson et al disclose a system and method for avoiding deadlock in a non- 
preemptive multi-threaded application running in a non-preemptive multi-tasking 
environment including a stub-call unit to invoke the stub apparatus is provided in the 
program to be tested (see e.g. Fig. 4, col. 3, lines 58-67 and col. 8, lines 30-33). 
Therefore, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify Weinberg to have use of a stub-call unit in the program 
to be tested as taught by Nelson in order to have a maximum background processing 
in a multi-tasking operation system. 
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With respect to claims 2-4, Weinberg et al. disclose the invention as claimed 
including a setting screen generating unit generating a data setting screen for receiving 
the input data value, which corresponds to the detected data item, and giving the set 
value said electronic text data setting unit (see e.g. Figs. 2-5F); an input value 
generating unit automatically generating input data in correspondence with the data 
item detected by said electronic text parsing unit, and giving the generated input data 
to said setting screen generating unit (see e.g. col. 3, lines 1 1-28), an electronic text 
data storing unit storing the set data value embedded by said electronic text data 
setting unit (see e.g. col. 15, lines 15-34); and an electronic text data reading unit 
reading the data stored in said electronic text data storing unit, and giving the read data 
to the setting screen generating unit as the input data (see e.g. col. 21, lines 8-21). 

With respect to claims 5-1 1 , the limitations of these claims have been noted in the 
rejection above. They are therefore consider rejected as set forth above. 

2. Applicant's arguments with respect to claims 1-16 have been considered but are 

moot in view of the new ground(s) of rejection. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Hien X. Vo whose telephone number is (571) 272-2282. 
The examiner can normally be reached on M-F (8:00-5:30) First Friday Off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John Barlow can be reached on (571) 272-2269. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Hien Vo 
12/11/06 




